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The State Bar of Texas Annual Meeting was 
held  on  Thursday  and  Friday  June  21-22, 
2007 at the San Antonio Convention Center, 
and  in  its  customary  tradition,  the  IP  Law 
Section  offered  its  members  a  full  day  of 
CLE as well as several social opportunities 
at this event.

Thursday Reception

The  IP  Law  Section  festivities  began  on 
Thursday evening with a traditional welcome 
reception, which was generously sponsored 
by Sidley Austin  LLP and held at  the San 
Antonio  Marriott  Rivercenter  Hotel.   The 
reception provided a relaxed atmosphere to 
chat with friends, renew acquaintances and 
meet new people.

Speakers Dinner

Following  the  welcome  reception  on 
Thursday  evening,  the  CLE  speakers, 
panelists,  moderators  and  planning 
committee members were treated to a very 
enjoyable  dinner  at  Boudro’s  Vault, 
sponsored by Baker Botts LLP and Vinson & 

San Antonio hosted the SBOT Annual Meeting. The 
River  Walk  is  one  of  many  places  to  visit  in  San 
Antonio.

Section members at the Thursday reception.

Wei Wei Jeang, Susan Hightower, and Steve Malin 
at the Speakers Dinner.



Elkins  LLP.   The  Speakers  Dinner  was  a 
great  way  to  thank  everyone  involved  in 
planning  and  presenting  the  CLE  for  their 
time and effort.

Friday CLE – Morning Session

The  Friday  CLE  session 
began  with  a  continental 
breakfast  for  all  CLE 
participants,  sponsored  by 
Gunn  &  Lee,  P.C.   The 
session  was  officially  kicked 
off  with  opening  comments 
from  Section  Chair  Bart 
Showalter  who  introduced  Section  Vice 
Chair  Sharon  Israel  as  the  morning 
moderator.

The meat of the CLE session 
began  with  an  informative 
presentation  by  Miguel 
Villarreal,  Jr.  on the evolving 
law  of  covenants  not  to 
compete  in  Texas.   Before 
the  presentation  began,  Mr. 
Villarreal led the attendees in 
a  rousing  call  of  “Go  Spurs 
Go!”

Mr.  Villarreal  began  with  a  history  of 
covenants not to compete in Texas, starting 
with the 1960 case of  Weatherford Oil Tool  
Co. v. Campbell and moving through to the 
1994  Light v.  Centel  Cellular Co. of Texas 
case. This history also highlighted the battle 
between the Texas Supreme Court and the 
Texas  Legislature  over  covenants  not  to 
compete, with the Legislature trying to make 
them  enforceable  and  the  Court  holding 
them unenforceable.  

In 2006, the Texas Supreme Court revisited 
its  Light holding  in  Alex  Sheshunoff  
Management  Services,  L.P.,  v.  Johnson, 

and  held  that  covenants  not  to  compete 
become  enforceable  when  the  employer 
performs the promises it made in exchange 
for  the  covenant.   That  holding  put  the 
Texas Legislature and the Texas Supreme 
Court “on the same page.”

Next, Pamela B. Huff gave an 
interesting  and  practical 
presentation  on  internet 
cybersquatters  and  the 
headaches  they  can  give 
clients.  A  domain  name  is 
the  internet  equivalent  of  a 
street  address,  and  like  a 
street  address  is  one  way  internet  users 
locate  a  web  site.   Cybersquatters  are 
people  or  entities  who register  an  Internet 
domain name that is identical or confusingly 
similar  to  a  third  party’s  trademark  for  the 
purpose of  unfairly  profiting from the good 
will  associated  with  that  mark.   Ms.  Huff 
discussed  current  strategies  used  by 
cybersquatters,  including  “typo  squatting” 
which  involves  registering  domain  names 
with  common  misspellings  of  the  mark, 
“snapping” which consists of registering high 
volume  domains  that  expire,  and  “domain 
tasting”  which  exploits  the  Internet 
Corporation  for  Assigned  Names  and 
Numbers (ICANN) policies providing a five-
day grace period after registration to obtain 
a refund.

Many of Ms. Huff's clients have been victims 
of  snapping.   For  example,  the client  may 
have  inadvertently  allowed  its  domain  to 
expire,  and  then  discover  that  its  domain 
name  has  been  registered  by  a 
cybersquatter  who  redirects  the  domain 
name  to  a  pornographic  site.   When  this 
occurs, and the client just wants the domain 
name back, there are two expedient courses 
of action that can be pursued.  The first is to 
file a complaint with ICANN pursuant to the 

State Bar of Texas Intellectual Property Law Section, 2007 SBOT Annual Meeting CLE Report – 2

Sharon Israel

Miguel 
Villarreal, Jr.

Pamela Huff



Uniform Domain  Name Dispute  Resolution 
Policy (UDRP), which usually takes about 30 
days  (20  days  for  the  Respondent  to 
respond  to  the  Complaint  and  10  days 
before  the  Registrar  transfers  the  domain 
name)  to  regain  the  domain  name.   The 
second  expedient  option  is  to  buy  the 
domain  back  –  “pornographers  respond to 
money.”   Of  course,  the client  can always 
file  a  lawsuit  in  federal  court  under  the 
Anticybersquatting Consumer Protection Act 
(ACPA).  Filing under the ACPA is required 
if monetary damages are being sought.

To protect clients from cybersquatters,  Ms. 
Huff  recommends  docketing  domain 
expiration dates, registering a full  series of 
domain names including typical  typos,  and 
regularly  searching  and  watching  for 
cybersquatters.

The  next  presenter  was  T. 
Murray  Smith,  who  shared 
advanced patent  prosecution 
tips. His presentation focused 
on overcoming three types of 
U.S.  Patent  Office  examiner 
errors in the following actions: 
election  of  species  versus 
restriction requirements, improper rejections 
for anticipation under §102, and premature 
“final” rejections.

Mr. Smith recommends never traversing an 
election-of-species  requirement  on  the 
specific ground that two of the listed species 
are  not  patentably  distinct  –  such  an 
argument  constitutes  a  non-retractable 
admission.  Instead, present a generic claim 
and argue that this claim is patentable.  Mr. 
Smith  further  recommends  that  whenever 
faced  with  a  purported  election-of-species 
requirement,  carefully  review the  action  to 
determine  whether  the  examiner  is 
identifying  true  species,  and  has  identified 

all disclosed species that are covered by the 
claims,  or  whether  the  examiner  is 
effectively and improperly identifying groups 
of claims or claimed subject matter such that 
the  action  should  be  a  restriction 
requirement rather than a species election. 
If the election of species requirement is not 
proper, it should be traversed.

Whenever  faced  with  a  §102  anticipation 
rejection, Mr. Smith recommends reviewing 
the  reference  to  determine  whether  the 
Examiner is properly relying on one and only 
one embodiment in the reference, or rather 
improperly  combining  isolated  structural 
elements  from  two  or  more  different 
embodiments in that reference.

Mr. Smith observes that Examiners routinely 
issue final office actions where the finality is 
not  proper.   He  recommends  always 
evaluating every rejected claim to verify that 
each and every ground of rejection applied 
to that claim properly meets all requirements 
to be designated a final rejection.

Next, Genie S. Hansen gave 
a   presentation   on   the 
ethical  issues  associated 
with  electronic  discovery. 
Electronic  discovery  is  an 
important  topic  because 
ninety-three  percent  of 
business documents are now 
created  electronically.  Ethical  duties  come 
from several sources, including the Federal 
Rules  of  Civil  Procedure,  the  Rules  of 
Professional Responsibility, and case law. 

One  of  the  less  obvious  ethical  issues 
discussed  was  the  duty  to  provide 
competent  representation  in  the  context  of 
electronically  stored  information  (ESI).  On 
the defensive side, the attorney has a duty 
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to provide proper guidance to the client. This 
guidance includes direction to the client on 
preserving  ESI,  including  backups.  In  the 
2003  Zubulake v. UBS Warburg LLC case, 
failure to preserve email backup tapes cost 
$29  million.  On  the  offensive  side, 
competent  representation  requires  the 
attorney to know what kind of ESI to request 
and how to request it during discovery, while 
being  sensitive  to  the  cost  of  discovery 
imposed  on  the  defendant  as  a  result  of 
discovery of ESI.

Paul  V.  Storm  discussed 
several  recent  Supreme 
Court  cases  on  intellectual 
property.   The  seven  cases 
he  discussed  included 
Medimmune,  Inc.  v.  
Genentech,  Inc.,  Microsoft  
Corp.  v.  AT&T  Corp,  and 
KSR  Int.  Co.  v.  Teleflex,  Inc.  – all  2007 
cases. In Medimmune, the Court held that a 
licensee  is  not  required  to  breach  or 
terminate  its  license  agreement  before 
seeking  a  declaratory  judgment  on  patent 
validity. In Microsoft, the Court held that the 
distribution  of  master  disks  to  serve  as 
templates  for  copies  abroad  that  will 
eventually  be  installed  upon  foreign 
infringing  computers  does  not  constitute 
contributory infringement outside the United 
States  under  35  U.S.C.  §  271(f).  And  in 
KSR,  the  Court  held  that  a  broader 
interpretation  of  the  “teaching,  suggestion, 

or motivation” (TSM) standard as it applies 
to  combination  patents  shall  be  used  to 
address  obviousness  in  patent  validity 
analysis.

Mr. Storm went to Washington, D.C., to see 
oral arguments for the KSR case. He noted 
that  in  oral  arguments,  all  justices  were 
hostile to the TSM test. But, the influence of 
that hostility in the opinion was not as bad 
as  expected.  The  KSR  decision  suggests 
prior art  will  play a more significant role in 
invalidating so-called "combination" patents, 
he believes, yet the decision may not be as 
detrimental  to  the  validity  of  future 
combination patents as it first appears.

Next,  Steve  Malin  moderated  a  panel 
discussion  about  expert  witnesses  in  IP 
litigation.  Panel  members  were  Scott 
Roberts, John Cone, and David McCombs. 
The panel discussed a broad range of topics 
relating  to  expert  witnesses and answered 
several audience questions.

The panel  discussed use of  employees as 
experts. Scott Roberts noted that employees 
know  the  business  best,  frequently  have 
credentials  as  good  as  other  experts,  and 
are  cheaper  than  outside  experts.  John 
Cone warned that  employees don't  have a 
track  record  but  also  observed  that  they 
can't  be  cross  examined  about  prior  case 
statements.

When  hiring  experts,  Scott  Roberts 
suggested  asking  the  client’s  business 
contacts because they know well-respected 
people in the industry and people involved in 
the  trade  organizations.  David  McCombs 
warns to never hire an expert based on what 
they say on paper. He recommends that the 
potential expert be met in person.
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from Bart Showalter.

Bart  Showalter  and  Vincent  Allen  present  2007 
Writing Award to Leisa Peschel.

Wei Wei Jeang presents scholarship award to Sheila 
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Wei  Wei  Jeang  presents  scholarship  award  to 
Johnson Kuncheria.

Bart  Showalter  and  Wei  Wei  Jeang  present 
scholarship award to Jennifer Librach.

Andew Dillon  presents  the  2007 Texas  Inventor  of 
the  Year  award  to  Cirrus  Logic  Fellow  John 
Melanson.



Luncheon And Business Meeting

Section  Chair  Bart  Showalter  opened  the 
Section's  Luncheon  and  Business  meeting 
by welcoming the attendees.

Section  member  Coke  Wilson,  Jr.  was 
recognized as a 50-Year Lawyer.

Molly  Buck  Richard  proudly  received  the 
2007 Chair Award.

Leisa Peschel was named as the winner of 
the  2007  Writing  Award.   This  is  the  first 
year  the Section has held the law student 
writing competition.

Sheila  Kadura,  Johnson  Kuncheria,  and 
Jennifer  Librach,  were all  recipients  of  the 
Section’s  2007  Women  and  Minority 
Scholarship  Award.  Normally,  the  Section 
only  awards  two  scholarships,  but  the 
Scholarship  Committee  felt  that  all  three 
recipients  were  highly  qualified  and  could 
not settle on just two.

Texas Inventor of the Year

Cirrus  Logic  Fellow  John  Melanson  was 
named the 2007 Texas Inventor of the Year 
by the Section.  Mr. Melanson is a named 
inventor on over 100 patents.

Mr.  Melanson  related  the  experience  with 

his first patent – titled “Keyboard Circuit”  – 
filed  over  30  years  ago.  He  didn't  know 
anything about the patent process and had 
virtually  no  interaction  with  the  patent 
attorneys.  Years  later,  he  looked  at  that 
patent and realized that what he had really 
invented was the interaction for multiple key 
strikes  (multi-key  rollover).  It  would  have 
been a valuable patent covering keyboards 
in  word  processing  systems  and  the 
personal  computer  had  the  claims  been 
broadly drafted to cover such concepts.  

Later  in  his  career,  he  started  working on 
digital  signal  processing  for  hearing  aids. 
That  is  when  he  started  becoming  more 
involved with patents and IP. He says it took 
him five years to really learn about IP. One 
lesson  he  has  taken  away  from  his 
experience is that the IP protection process 
only  makes  sense  when  there  is  a  tight 
bonding  between  the  inventor  and  the  IP 
lawyer.  The  lawyer  must  have  a  “salient 
understanding of the invention.”

Mr.  Melanson  then  took  a  more 
philosophical look at inventing and the “law 
of  unintended  consequences  when  you 
invent  something.”  He  discussed  two 
different  inventions – his  hearing aids and 
paper – and their effects on society.

With  hearing  aids,  power  management  is 
critical,  and  Mr.  Melanson  is  proud  of 
the   service   his   hearing   aid  inventions 
have  provided  to  society:  facilitating 
communication.  One  of  the  unintended 
consequences  of  his  inventions  has  been 
the development of portable music players. 
He wonders jokingly if he did a disservice to 
society when he sees our youth plugged into 
their portable music players, which reduces 
communication.

Mr.  Melanson  also  collects  and  conserves 
paper as a hobby – he noted that  he has 
some paper manufactured in 1650 that is in 
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better  condition  than  paper  produced  in 
1950. He observed that inventors drove the 
middle  class.  Inventions  that  reduced  the 
price  of  paper  drove  the  middle  class  to 
define itself by having a library, which drove 
up  the  demand  for  paper,  which  drove 
further  cost  reductions,  which  drove  down 
the quality of paper. 

Section Business

After unanimous affirmation by the Section 
members  present,  the  proposed  slate  of 
officers  was  approved,  and  the  Section 
Chair  gavel  was  passed  from  Outgoing 
Chair Bart Showalter to Incoming Chair Ted 
Lee.

Friday CLE – Afternoon Session

Moderator Matthew M. Jennings opened up 

the afternoon portion of the CLE session.

The  CLE  session  resumed  with  a  panel 
discussion  about  electronic  discovery 
moderated by the Honorable Judge Xavier 
Rodriguez, United States District Judge for 
the Western District of Texas, San Antonio 
Division.  Panel  members  were  Mark  L. 
Greenwald and Julie Grantham. The panel 
emphasized  the  quantity  of  discoverable 
electronic data. This data not only includes 
documents and email,  but  potentially voice 
mail. Mark Greenwald pointed out that even 
deleted data is fully discoverable. The panel 
variously  expressed  their  amazement  with 
the casualness with which electronic data is 
now created.

When  it  comes  to  electronically  stored 
information, Mark Greenwald said that in his 
practice,  he  first  looks  at  emails,  then  for 
meta-data  embedded  in  documents.  He 
described meta-data as “a treasure chest of 
information.”  The  meta-data  discussion 
prompted  a  question  from  the  audience 
about  the  use  of  “scrubber”  software  to 
remove  meta-data.  Judge  Rodriquez 
cautioned  against  advising  clients  to  use 
scrubber  software  because  it  raises 
spoliation issues, adding that juries perceive 
scrubbing  as  worse  than  deleting  data. 
Judge Rodriguez recommended instead that 
attorneys  encourage  their  clients  to  put  in 
place a proactive data management system 
and  implement  data  retention  policies. 
These  policies  must  also  be  policed  and 
enforced. 

Under  the  new  rules,  a  Rule  26(f) 
conference needs to be a substantive face-
to-face  meeting  to  establish  a  discovery 
plan. The panel was divided over whether or 
not  information  technology  (IT)  personnel 
should be present at  the conference,  Julie 
Grantham arguing against it because what is 
technologically  achievable  may  not  be 
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judicially  feasible.  In  contrast  Judge 
Rodriguez  argued  in  favor  of  having  IT 
personnel  present  to  make sure  that  what 
you  agree  to  do  in  the  discovery  plan  is 
technologically  feasible.  Judge  Rodriguez 
also suggested that a clawback agreement 
be  established  during  the  Rule  26(f) 

conference,  with  Mark  Greenwald  adding 
that  the  clawback  agreement  makes  the 
discovery  process  go  easier.   The  panel 
provided an E-discovery action plan in the 
handouts,  which included an example of a 
preservation letter, and a suggested protocol 
for discovery of ESI.

The  next  panel  discussion  was  on  the 
economics  of  IP  litigation.  The  panel 
members were Les Payne, Peter Ayers and 
Ethan  Shaw.  The  panel  moderator  was 
Jeffery D. Hunt.

Among  the  topics  discussed  was  the 
strength  of  patentee  rights.  The  general 
consensus was that patentee rights, and the 
value of their patents, are being eroded by 
recent Supreme Court rulings. There is also 
uncertainty  in  light  of  proposed  legislation 
that  would  limit  damages  to  the  patent's 
specific  contribution  to  the  value  of  the 
product  over  the  prior  art.  Thus,  damages 
would  not  be  based  on  the  entire  market 
value  of  the  product.  Under  the  proposed 
legislation, Congress would also take willful 
infringement  as  a  fact  question  out  of  the 

hands of the jury. 

A member of the audience asked the panel 
what  was  driving  the  erosion  of  patentee 
rights.  Peter  Ayers  opined that  the cost  of 
damage awards was driving that erosion. He 
explained that for a company like Microsoft, 
which is defending numerous patent cases 
at any one time and spending hundreds of 
millions of dollars in legal fees, it  becomes 
cheaper  to  lobby  Congress  to  change  the 
law. Peter also warned that getting industry 
involved  will  ultimately  have  a  negative 
impact  on  the  prosecution  of  patents  (and 
hence the fees earned from the prosecution 
of patents).

The  last  topic  of  the  session  was  on  the 
licensing  of  collegiate  marks.  The  panel 
members  were Craig  Westemeier  with  the 
University  of  Texas  System,  and  Michael 
Huddleston with Texas A&M University. The 
panel  moderator  was  Susan  J.  Hightower. 
Each showed their school spirit by donning 
on  apparel  proudly  displaying  their  school 
colors.

The panel  began by giving an overview of 
collegiate licensing.  Collegiate licensing of 
marks in the U.S. is big business, having an 
estimated  market  value  of  at  least  $3.5 
billion. Collegiate trademarks are a valuable 
asset  of  the  State  of  Texas,  with  licenses 
bringing  in  net  royalties  of  $1.7  million  for 
Texas A&M and $7 million for UT on retail 
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sales  of  $43  million  and  $175  million, 
respectively.  The panel also discussed the 
impact  recent  court  decisions—including 
one regarding Texas A&M’s mark “The 12th 
Man”—have on this industry tending to show 
that  the  courts  seem  to  be  giving  strong 
protection to collegiate marks.

License  agreements  must  identify  the 
available markets, the product categories on 
which  the  marks  can  appear,  along  with 
licensee  compliance  issues,  including 
auditing.  It  is  important  that  licensed 
products be labeled in a manner that makes 
it  easy for  consumers to identify legitimate 
products, and that consumers be educated 
on  how  to  identify  officially  licensed 
products.

Friday Reception

Following  the  CLE  session,  a  closing 
reception  sponsored  by  Mayer,  Brown, 
Rowe  &  Maw,  Conley  Rose,  P.C.  and 
Haynes  and  Boone,  LLP  was  held  in  the 
Tower of the Americas Sky Bar – a 750 foot 
high tower that offers a stunning view of San 
Antonio.  Playing off the last session of the 
day, the theme for the reception was “Show 
Your  Colors” with attendees donning caps, 
jerseys,  t-shirts  and  golf-shirts  displaying 
their school insignia and colors.  The closing 
reception was well attended and enjoyed by 
all.

__________

Mark Your Calendar
The 23rd Annual Institute on IP  Law, will 
be  held  October  4-6,  2007,  at  Moody 
Gardens in Galveston, Texas. The brochure 
and  registration  information  is  available  at 
www.hipla.org.

The  45th Annual  IP Law Conference will 
be  held  November  12-13,  2007  at  The 
Center  for  American and International  Law 
in  Plano,  Texas.  Program  details  and 
registration  information  is  available  at 
www.cailaw.org.

State Bar of Texas 126th Annual Meeting. 
June  26-27,  2008,  in  Houston.  On  Friday 
June 27th, our section will once again offer a 
full day of high-quality CLE.  Block out June 
26-27  on  your  calendar  now,  and  make 
plans  to  attend  the  Annual  Meeting  in 
Houston  –  we look  forward  to  seeing  you 
there!
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