
attorneys  at  Vinson  &  Elkins,  the 
Habeas  Corpus  petition  was  granted 
and affirmed by the Fifth Circuit.  When 
he was retried for murder, we voluntarily 
represented him and we won at trial by 
relying on important evidence which his 
original  trial  counsel  had  failed  to 
introduce, including Jim Tenny’s 911 call 
that his wife  was trying to kill  him and 
burn down the house with gasoline and 
the testimony of several witnesses who 
testified  about  his  wife’s  repeated 
threats  to  kill  him and burn the house 
down.  The jury in this case, sentenced 
him to five years for aggravated assault. 
He had by then already served six and a 
half years in prison.  He is living a great 
life now.

The State Bar of Texas Intellectual Property 
Law Section has over  2000 members and 
the Newsletter Committee is eager to get to 
know  each  of  you!  To  this  end,  each 
newsletter will publish the profiles of one or 
two  members  providing  information  on 
where  the  member  works,  their  practice 
area, interests and other fun facts! If you are 
interested in being profiled, send an email to 
the  Newsletter  Committee  at 
texasbaripsection.newsletter@gmail.com 
and we will email you a questionnaire.

__________

Practice Points

Texas Pattern Jury Charge on 
Trade Secret Misappropriation 
Near Completion

By Joseph F. Cleveland, Jr.

This  fall,  the  State  Bar  of  Texas  is  set  to 
publish  the  latest  edition  of  the  Texas 
Pattern Jury Charges, which will include for 
the first time jury instructions and questions 
for misappropriation of trade secrets cases. 
Texas Pattern Jury Charges is a  series of 
books published by the State Bar of Texas 
to assist the bench and bar in preparing the 
court’s  charge  in  jury  trials.  The  pattern 
charges  are  suggestions  and  guides  for 
providing  definitions,  instructions,  and 
questions  to  a  jury  in  a  variety  of  cases 
under Texas law.  Each year, the Committee 
on  Texas  Pattern  Jury  Charges  surveys 
Texas law to prepare jury charges on new 
subjects for publication in the Texas Pattern 
Jury Charges.

In  2013,  during  the  83rd  Legislature, 
members of the Trade Secrets Committee of 
the  Intellectual  Property  Section  and  the 
Business Law Section  of  the  State  Bar  of 
Texas formed a working group to participate 
in the review of the proposed bill and the bill 
analysis for what is now known as the Texas 
Uniform Trade  Secrets  Act  (TUTSA),  Tex. 
Civ. Prac. & Rem. Code § 134A.001, et seq. 
(2013).   The  bill  was  enacted  on  May  2, 
2013  and  became  the  governing  law  for 
misappropriation  of  trade  secrets  cases  in 
Texas on September 1, 2013. 
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At the request of the Committee on Pattern 
Jury Charges, the Trade Secrets Committee 
along  with  members  of  the  working  group 
held  several  meetings  to  consider  and 
discuss the draft  pattern charge for claims 
submitted  under  TUTSA  and  to  prepare 
recommendations  and  a  report.   The 
following is  a summary of  the committee’s 
unanimous recommendations. 

Separate  Jury  Questions 
on  the  Existence  of  a 
Trade  Secret  and 
Misappropriation  of  a 
Trade Secret.  

Under  Texas  Rule  of  Civil 
Procedure  277,  broad-form 
jury  instructions  must  be 
submitted  “whenever 
feasible.”  The committee did 
not believe, however,  that it 
was  feasible  for  the  liability 
question under TUTSA to be 
submitted in this fashion for two reasons.

First,  plaintiffs  who  file  misappropriation  of 
trade  secrets  claims  almost  without 
exception  seek  both  damages  and  an 
injunction.   Under  Texas  Rule  of  Civil 
Procedure  683,  every  order  granting  an 
injunction must “be specific in terms; [it] shall 
describe  in  reasonable  detail  and  not  by 
reference  to  the  complaint  or  other 
document,  the  act  or  acts  sought  to  be 
restrained . . .  .”   Likewise, under TUTSA, 
“[i]n  appropriate  circumstances,  affirmative 
acts  to  protect  a  trade  secret  may  be 
compelled by court order.”  Tex. Civ. Prac. & 
Rem. Code  § 134A.003(c).  The committee 
concluded that in order to enter a permanent 
injunction,  the  trial  court  would  need  jury 
findings  on  what  constitutes  the  plaintiff’s 
trade secrets so that the acts sought to be 
restrained  could  be  described  in  specific 
terms.   Without  a  separate  question  on 
whether  a  claimed  trade  secret  exists,  it 
would be impossible for courts to determine 

the  appropriate  scope  of  any  injunction, 
particularly where multiple trade secrets are 
involved.

Second,  if  the  plaintiff  claims  that  two  or 
more  of  its  trade  secrets  were 
misappropriated, a reviewing court would be 
unable to determine which of the plaintiff’s 
trade secrets the jury found the defendant 
misappropriated.  If the appellate court were 

to  find  any  error,  it  would 
have no choice other than to 
reverse  and  order  a  new 
trial.  

For  these  reasons,  the 
committee  recommended 
that the liability question be 
broken  into  two  separate 
questions.   The  first 
question would ask the jury 
to  decide  whether  trade 
secrets exist and the second 
question would ask whether 

the defendant misappropriated any of those 
trade secrets.  The proposed jury question 
submits the issue of the existence of a trade 
secret  where  multiple  trade  secrets  are 
claimed.   Where  only  one  trade  secret  is 
claimed, a broader form of the question that 
combines the issues of both the existence of 
a  trade  secret  and  misappropriation  of  a 
trade  secret  would  be  appropriate.   Only 
those  trade  secrets  supported  by  the 
pleadings  and  the  evidence,  however, 
should be submitted.

Is Ownership of a Trade Secret Required 
Under TUTSA?  

The committee considered whether a person 
must own a trade secret to have standing to 
bring a claim under TUTSA and whether a 
question on ownership should be submitted 
to  the  jury.  In  LBDS Holding  Co.,  LLC  v.  
ISOL  Tech.  Inc.,  2014  U.S.  Dist.  LEXIS 
31444  (E.D.  Tex.  2014),  the  district  court 
observed  that  “[t]he  Texas  Uniform  Trade 
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Secrets Act  does not  require ownership of 
trade secrets to sustain a misappropriation 
claim or to recover damages.”  Id. at *3. The 
committee therefore recommended that the 
following comment be adopted:

Own or possess a trade secret.  If the 
plaintiff  does not own the trade secret, 
but  there  is  evidence  that  the  plaintiff 
possesses the trade secret 
through  a  license 
agreement  or  otherwise, 
the court may find that the 
plaintiff  has  standing  to 
assert  a  claim  under  the 
Act,  in  which  case  the 
word “possess” should be 
substituted for “own” in the 
liability question.

Damages  Available  Under 
TUTSA.  

TUTSA  provides  for  three 
measures of damages: (1) the 
actual loss caused by the misappropriation; 
(2)  unjust  enrichment  caused  by 
misappropriation  that  is  not  taken  into 
account in computing actual loss; and (3) in 
lieu  of  damages  measured  by  any  other 
methods,  the  damages  caused  by 
misappropriation  may  be  measured  by 
imposition of liability for a reasonable royalty 
for  a  misappropriator’s  unauthorized 
disclosure  or  use  of  a  trade  secret.   The 
committee  drafted  instructions  on  each 
element  of  damages  to  guide  the  jury  in 
awarding damages under TUTSA.

A. Actual  Loss.   Actual  loss  is  usually 
measured  by  the  plaintiff’s  lost  profits 
caused  by  the  misappropriation.  Lost 
profits are damages for the loss of net 
income to a business.  They represent 
income from lost  business activity  less 
the expenses attributable to that activity. 

B. Unjust  Enrichment.  In  many  cases, 
the  defendant  has  used  the  plaintiff’s 

trade  secret  to  his  advantage  with  no 
obvious  effect  on  the  plaintiff  save  for 
the  relative  differences  in  their 
subsequent  competitive  positions.   In 
such  cases,  TUTSA  provides  that  a 
claimant is entitled to recover the unjust 
enrichment caused by misappropriation 
of a trade secret that is not taken into 
account  in  computing  actual  loss. 

Unjust-enrichment 
damages  may  be 
measured  by  the 
defendant’s  actual  profits 
from the use of the trade 
secret or the development 
costs  the  defendant 
avoided  incurring  through 
misappropriation.

C. Reasonable  Royalty. 
TUTSA  also  authorizes 
the  recovery  of  a 
reasonable  royalty  for  a 
misappropriator’s 

unauthorized  disclosure  or  use  of  a 
trade secret. A reasonable royalty is the 
amount  of  money  the  plaintiff  and 
defendant  would  have  agreed  upon at 
the time of the misappropriation as a fair 
price for the use of the trade secret—in 
other  words,  what  the  parties  would 
have agreed upon if  both parties were 
reasonably  trying  to  reach  an 
agreement.

The Trade Secrets Committee was greatly 
assisted by members of the bar who were 
willing to share their expertise and time on a 
project that will promote the development of 
the law of misappropriation of trade secrets 
in  Texas.   The  committee’s  report  and 
recommendations  were  submitted  to  the 
Honorable  Brett  Busby,  Chair  of  the 
Committee on Pattern Jury Charges.   The 
pattern  jury  charge  on  misappropriation  of 
trade secrets is expected to be published in 
the 2014 edition of the Texas Pattern Jury 
Charges.  
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